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DETAILED ACTION 

Response to Amendment 

1 . This action is response to the communication filed on January 10, 2010. 

2. Claims 1-2, 4-13, 16-23 are pending in this action. Claims I, 10, 16, 18 and 19 have been 
amended. Claims 3, 14, 15 have been cancelled. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. The Claims 22 and 23 are rejected under U.S.C. 101 non-statutory subject matter for 
eligibility of computer readable media. 

The United States Patent and Trademark Office (USPTO) is obliged to give claims their 
broadest reasonable interpretation consistent with the specification during proceedings before the 
USPTO. See In re Zletz, 893F.2d 319 (Fed. Cir. 1989) (during patent examination the pending 
claims must be interpreted as broadly as their terms reasonably allow). The broadest reasonable 
interpretation of a claim drawn to a computer readable medium (also called machine readable 
medium and other such variations) typically covers forms of non-transitory tangible media and 
transitory propagating signals per se in view of the ordinary and customary meaning of 
computer readable media, particularly when the specification is silent. See MPEP 2111.01. 
When the broadest reasonable interpretation of a claim covers a signal per se, the claim must be 
rejected under 35 U.S.C. § 101 as covering non-statutory subject matter. See In re Nuijten, 500 
F.3d 1346,1356-57 (Fed. Cir. 2007) (transitory embodiments are not directed to statutory subject 
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matter) and Interim Examination Instructions for Evaluating Subject Matter Eligibility under 35 
U.S.C. § 101, Aug. 24, 2009; p. 2. 

The USPTO recognizes that applicants may have claims directed to computer readable media 
that cover signals per se, which the USPTO must reject under 35 U.S.C. § 101 as covering both 
non-statutory subject matter and statutory subject matter. In an effort to assist the patent 
community in overcoming a rejection or potential rejection under 35 U.S.C. § 101 in this 
situation, the USPTO suggests the following approach. A claim drawn to such a computer 
readable medium that covers both transitory and non-transitory embodiments may be amended to 
narrow the claim to cover only statutory embodiments to avoid a rejection under 35 U.S.C. § 101 
by adding 

the limitation "non-transitory" to the claim. Cf. Animals - Patentability, 1 077 Off. Gaz. Pat. 
Office 24 (April 21, 1987) (suggesting that applicants add the limitation "non-human" to a claim 
covering a multi-cellular organism to avoid a rejection under 35 U.S.C. § 101). Such an 
amendment would typically not raise the issue of new matter, even when the specification is 
silent because the broadest reasonable interpretation 

relies on the ordinary and customary meaning that includes signals per se. The limited situations 
in which such an amendment could raise issues of new matter occur, for example, when the 
specification does not support a non-transitory embodiment because a signal per se is the only 
viable embodiment such that the amended claim is impermissibly broadened beyond the 
supporting disclosure. See, e.g., Gentry Gallery, Inc. v. BerklineCorp, 134 F.3d 1473 (Fed. Cir. 
1998). 



Application/Control Number: 10/574,989 Page 4 

Art Unit: 2617 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(e) the invention was described in a patent granted on an application 
for patent by another filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

6. Claimsl-2, 4-13, 16-23 are rejected under 35 U.S.C. 102(e) as being anticipated by- 
Eriksson et al. (US PAT 7,103,020 B2). 

Regarding claims 1,18 and 19, Eriksson discloses "transmitting a transport format 
combination set reconfiguration message (Col. 6, Lines 67, which recites configuring the 
transmit version of the transport format combination configures the transport channels at 12 to 
receive data bits at 201 and produce therefrom a radio block at 200) to a terminal over a certain 
basic physical subchannel (Col. 6. Lines 66 which recite layer one transport channels at 12 also 
communicate radio blocks bidirectional with a radio block interleaver/de-interleaver 25 at a radio 
block port 200. The radio block interleaver/de-interleaver 25 is in turn coupled for bidirectional 
communication with physical radio channels (e.g., GERAN physical subchannel), said transport 
format combination set reconfiguration message indicating one transport format combination 
(Col. 8. Lines 50,which recite the signaling that During transmissions, layer two provides the 
TFCI to layer one in order to specify which transport format combination is desired for the 
current radio block of the current call. A TX/RX signal 28, indicative of whether transmission or 
reception operations are occurring, controls a selector 22 so that the TFCI is provided to the 
storage device 14 directly from layer two during transmission operations.) 
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with a certain transport format combination identifier exclusively for signaling use" 
(Col. 5 Lines 38 which recites first and second configuration information that an information 
source produces for each transport channel first configuration information and second 
configuration information, wherein the first configuration information is indicative of how the 
associated transport channel is to be configured if a first modulation type is used for a current 
radio block, and wherein the second configuration information is indicative of how the 
associated transport channel is to be configured if a second modulation type is used for the 
current radio block) wherein both configuration are indicating signaling use; 

"If the transport format combination set reconfiguration message indicates a change in 
the size of transport format combination identifiers, checking a parameter value indicating a 
change of a basic physical subchannel utilized by the terminal and ordered by a network, and 
starting to use a new configuration indicated by the transport format combination set 
reconfiguration message (Col. 5. Lines 56, which recites the condition if accept new (second 
configuration) or stay with first (existing) that the physical layer includes a description 
information source that provides description information from which various configurations of 
the transport channels can be determined. The description information source provides the 
description information in the physical layer in response to further information which the 
description information source receives from a higher layer and which is indicative of a service 
request initiated by a communication network. According to some exemplary embodiments, one 
of the transport channels is enabled to extract its associated communication information from a 
radio block while another of the transport channels is maintained disabled) existing or staying 
with the existing configuration as a result of the checking". (Col. 5. Lines 59 which recite the 
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decision process to the extracted communication information, the decision maker decides 
whether the other transport channel should be enabled, and provides to the physical layer an 
indication of its decision. The other transport channel can then be enabled if the decision maker 
provides an enable indication). 

Regarding claims 2 and 17, Eriksson discloses "wherein the one transport format 
combination relates to exactly one active transport channel with a predetermined block size (Col. 
9. Lines 4, which recites related TFC during transmission TFCI as received from layer two is 
passed through selector 23 for input to an associated one of the layer one transport channels 12. 
TFCI is processed by the associated layer one transport channel for inclusion in the radio block 
at 200) and cyclic redundancy check size" (Col.l 1. Lines 66, which recites the size of CRC 
along with radio block and transport channel that the TFCS descriptor of FIG. 6) all information 
needed by the transport format assembler 16 to produce the transport format combinations stored 
at 14. FIG. 7 illustrates in tabular format exemplary types of CRC coding/decoding which can 
be designated by corresponding CRC field values in the TFCS descriptor). 

Regarding claim 4, Eriksson discloses "wherein said parameter is the change of a basic 
physical subchannel (Col. 7, Lines 2, which recites in Figure 2 illustrates exemplary embodiment 
that radio block interleaver/de-interleaver 25 is in turn coupled for bidirectional communication 
with physical radio channels (e.g., GERAN physical subchannel). Of course, a 
modulator/demodulator is interposed between the radio block interleaver/de-interleaver and the 
physical channels) utilized by the terminal and ordered by the network. Fig. 5 also illustrated 
TFCS descriptor utilize by MS and related to BTS and order by core network. 
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Regarding claim 5, Eriksson discloses "wherein said certain identifier is valued zero" 
(Col. 12. Lines 2, which recite the value, can be zero as FIG. 7 illustrates in tabular format 
exemplary types of CRC coding/decoding which can be designated by corresponding CRC field 
values in the TFCS descriptor) and (Col. 15, Lines 65 which recites that Soft values are real 
numbers, indicating both the value (1 or 0) of a received bit, and the likelihood that the bit was 
correctly received.) 

Regarding claims 6, 13 and 21, Eriksson discloses "wherein said wireless system (Coll. 
Lines 38 which recite the core network 15 include circuit switched or packet switched GSM, and 
circuit switched or packet switched UMTS. The radio access network 1 1 can be, for example, 
the GSM/EDGE radio access network (GERAN)) utilizes a GSM/EDGE radio access network". 

Regarding claim 7, Eriksson discloses "wherein the one transport format combination 
with the certain transport format combination identifier indicated by the transport format 
combination set reconfiguration message (Col. 8. Lines 38 which recites each TFCI is 
independent to each other that assembler 16 can assign transport format combination indicators 
(TFCIs) which uniquely identify the respective transport format combinations of the set 
specified by a given TFCS descriptor.)is independent of the other transport format combinations 
indicated by the message". 

Regarding claim 8, Eriksson discloses "wherein the size of transport format combination 
identifiers is fixed" (Coll 1. Lines 10 which recite the size of TFCI as shown in FIG. 6, the 
TFCS descriptor include a field which specifies the size of the radio block). 

Regarding claim 9, Eriksson discloses "wherein the size is fixed to a maximum (Col. 1 . 
Lines 12, which recites the maximum from TF 1 to TF N m specifies the size of the radio block 
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(see also 200 in FIG. 2 and 41 in FIG. 4), a field which specifies the number of TFCs available 
for use during the call,)allowable size". 

Regarding claims 10 and 16, Eriksson discloses "a data transfer unit configured to 
transmit a transport format combination set reconfiguration message to be delivered to (Col. 1, 
Lines 23 , which recites MS, Base station and core network that The mobile station 13 (any type 
of mobile radio transceiver) communicates with a base transceiver station (BTS) of the radio 
access network 1 1 via the radio interface 17) a second device over a certain basic physical 
subchannel, said transport format combination set reconfiguration message indicating one 
transport format combination with a certain transport format combination identifier exclusively 
for signaling use, the device further comprises: a processor configured to check a parameter 
value indicating a change of a basic physical subchannel utilized by the second device and 
ordered by the device(Col. 6, Lines 13 which recites in FIG. 5 illustrates the response of the 
present invention to an RAB request from a core network.) and ( Col 10. Lines 60 which recites 
second device that The RRC (or RR) layer in GERAN (for example in a BTS of GERAN) can 
send the TFCS descriptor to the physical layer of GERAN, and can also send the TFCS 
descriptor to the RRC (or RR) layer of the mobile station. The RRC (or RR) layer of the mobile 
station can, according to the invention, forward the TFCS descriptor to layer one of the mobile 
stations. The above-described exemplary handling of an RAB request is illustrated in FIG. 5. 
The example of FIG. 5 uses the RRC layer. In FIG. 5, layer one of the BTS and layer one of the 
mobile station are designated as the PHY layer.), if the transport format combination set 
reconfiguration message indicates a change in the size of transport format combination 
identifiers, and a processor configured to start to use a new configuration indicated by the 
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transport format combination set reconfiguration message, or stay with the existing configuration 
as a result of the checking". 

Regarding claim 11, Eriksson discloses "a base station, a base station controller, a 
combination of a base station and a base station controller, or a mobile station (Col. 1 1 . Lines 1 
which recites overall system illustrated in FIG. 5 use the RRC layer. In FIG. 5, layer one of the 
BTS and layer one of the mobile station are designated as the PHY layer, and also illustrated in 
Figl & 2 .BTS controller. 

Regarding claim 12, Eriksson discloses "wherein said second device is a base station" 
(Col. 6. Lines 57, which recites FIG. 2 diagrammatically illustrates pertinent portions of 
exemplary embodiments of a radio transceiver according to the invention, for example a radio 
transceiver within a mobile station of the type generally shown at 13 in FIG. 1, or a radio 
transceiver within a base transceiver station (BTS) of the type generally shown in FIG. 1 . The 
transceiver portion illustrated in FIG. 2 resides generally in layer one (the physical, or PHY, 
layer) of the transceiver.). 

Regarding claim 20, Eriksson discloses "a base station (Col.l 1 . Lines 1, which recites the 
system In FIG. 5, layer one of the BTS and layer one of the mobile station are designated as the 
PHY layer), a base station controller ( Col. 9. Lines 49, which recites over system with controller 
that layer one transport channel for TFCI, designated LITC(TFCI) in FIG. 3, also receives a 
corresponding receive enable signal from the receive controller 24. This receive enable signal is 
designated EN (TFCI) in FIG. 3), a combination of a base station and a base station controller, or 
a mobile station". 
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Regarding claims 22 and 23, Eriksson discloses "a computer readable medium 
embodying a computer program comprising code to perform (Col.17. Lines 3, which recites 
computer software (program) and hardware (CRM or processor) that perform the task that It will 
be evident to workers in the art that the embodiments of FIGS. 2 16 can be implemented, for 
example, by suitably modifying software, hardware or a combination of software and hardware, 
in conventional radio access networks and mobile stations) the method of claim 1". 

Remarks 

7. Applicant argues previous does not disclose the feature of if the TFCS reconfiguration 
message indicates a change in the size of TFCIs, checking a parameter value indicating a change 
of a basic physical subchannel utilized by the terminal and ordered by the a network. New 
reference Eriksson et al. discloses in figure 2 and 5 illustrated the association among the mobile 
station, base station and core network (col. 5. Lines 37 which recite the decision process that 
according to some exemplary embodiments, one of the transport channels is enabled to extract its 
associated communication information from a radio block while another of the transport 
channels is maintained disabled. The one transport channel provides the extracted 
communication information to a decision maker in a higher layer. In response to the extracted 
communication information, the decision maker decides whether the other transport channel 
should be enabled, and provides to the physical layer an indication of its decision. The other 
transport channel can then be enabled if the decision maker provides an enable indication). 



Conclusion 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KUO WOO whose telephone number is (571)270-7266. The 
examiner can normally be reached on 10-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on 571-272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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